

Application No. 




Office Action Summary 




PEETZ ET AL. 


Examiner 


Art Unit 




Eric B Fuller 




MAIUNGDATE ftnis communication app 




orrespondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 




1)13 Responsive to communication^) filed on 31 March 2004 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 3 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 3 Claim(s) M4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) KI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)3 AH b)D Some * c)D None of: 

1 3 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3d Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



1) □ Notice of References Cited (PTO-S92) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Claim Rejections ■ 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 

comply with the written description requirement. The claims contain subject matter that 

was not described in the specification in such a way as to reasonably convey to one 

skilled in the relevant art that the inventors, at the time the application was filed, had 

possession of the claimed invention. Applicant has added the limitation of the process 

temperature being greater than 1000 degrees Celsius. The specification does not have 

adequate support for the claimed temperature range of "greater than 1000 degrees 

Celsius". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinaiy skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9, 13, and 14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Huttinger et al. (WO 98/21 163). 
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Huttinger teaches a CVI process for depositing SiC into a preform (abstract). 
The precursor is taught on page 7, lines 6-30. The carrier gas, hydrogen or hydrogen 
chloride, is taught to be within the applicant's range (page 15, lines 15-29). The 
reference discloses pressures within the applicants range (Embodiment 3 and 8). The 
porosity is within the applicant's range (figure 5; page 5, lines 30-34). Figure 4 teaches 
the preconditioning step. The product of the reference reads on claims 13 and 14. The 
examples teach a process temperature of 1 ,100 degrees Celsius, thus fails to explicitly 
teach a process temperature of greater than 1,100 degrees Celsius. However, "a prima 
facie case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to 
have the same properties." See Titanium Metals Corp. of America v. Banner, 778 F.2d 
775, 227 USPQ 773 (Fed. Cir. 1985). In view of this, it would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to use 
temperatures within the applicant's claimed range in the process taught by Huttinger, by 
doing so one would have a reasonable expectation of success, since the difference 
between the taught range and the claimed range in infinitesimally small. Additionally, it 
is noted that differences in temperature will not support the patentability of subject 
matter encompassed by the prior art unless there is evidence indicating such 
concentration of temperature is critical. See In re Alter, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955) and In re Hoeschele, 406 F.2d 1403, 160 USPQ 809 (CCPA 
1969) and MPEP 2144.05. The applicant has not shown the criticality between 1,100 
degrees Celsius and 1,100.01 degrees Celsius. 
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Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huttinger et al. (WO 98/21 163), as applied to claim 1 above, and further in view of 
Murphy et al. (US 4,407,885). 

Huttinger teaches the limitations of claim 1 , as shown above, but is silent in 
teaching how the preform is made. However, Murphy teaches a method of forming 
preforms that read on the applicant's method (column 1 3, lines 1 8-50). It would have 
been obvious at the time the invention was made to a person having ordinary skill in the 
art to use the method taught by Murphy to construct the preforms in the process taught 
by Huttinger. By doing so, one would have a reasonable expectation of success, as 
Huttinger is silent to how the preform is produced and Murphy teaches an art 
recognized suitable process for producing a preform. 

Claims 1-9, 13, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Huttinger et al. (WO 98/21163) in view of Linn et al. (US 6,143,376). 

Huttinger teaches a CVI process for depositing SiC into a preform (abstract). 
The precursor is taught on page 7, lines 6-30. The carrier gas, hydrogen or hydrogen 
chloride, is taught to be within the applicant's range (page 15, lines 15-29). The 
reference discloses pressures within the applicants range (Embodiment 3 and 8). The 
porosity is within the applicant's range (figure 5; page 5, lines 30-34). Figure 4 teaches 
the preconditioning step. The product of the reference reads on claims 13 and 14. The 
examples teach a process temperature of 1 ,100 degrees Celsius, thus fails to explicitly 



Application/Control Number: 10/053,211 Page 5 

Art Unit: 1762 

teach a process temperature of greater than 1,100 degrees Celsius. However, Linn 
teaches the art recognized suitability of using 1 ,200 degrees Celsius as the process 
temperature. It would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to utilize 1 ,200 degrees Celsius as the process 
temperature in Huttinger. By doing so, one would have a reasonable expectation of 
success, as Linn teaches the art recognized suitability of using 1 ,200 degrees Celsius 
as the process temperature. 

Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huttinger et al. (WO 98/21 163) in view of Linn et al. (US 6,143,376), as applied to claim 
1 above, and further in view of Murphy et al. (US 4,407,885). 

Huttinger, in view of Linn, teaches the limitations of claim 1 , as shown above, but 
is silent in teaching how the preform is made. However, Murphy teaches a method of 
forming preforms that read on the applicant's method (column 13, lines 1 8-50). It would 
have been obvious at the time the invention was made to a person having ordinary skill 
in the art to use the method taught by Murphy to construct the preforms in the process 
taught by Huttinger, in view of Linn. By doing so, one would have a reasonable 
expectation of success, as Huttinger is silent to how the preform is produced and 
Murphy teaches an art recognized suitable process for producing a preform. 



Response to Arguments 
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Applicant argues that Huttinger fails to anticipate claim 1 , as amended. 
Examiner agrees and has withdrawn the rejections accordingly. However, applicant's 
arguments are moot in view of the new grounds of rejection. 

Applicant argues the compatibility of Huttinger with Murphy. Applicant argues 
that the preforms would melt under the process conditions of the claims. This is not 
found convincing. The difference is process temperature claimed and that taught by the 
reference is infinitesimally small. There is no reason to believe that the preform would 
melt at temperatures marginally larger than that taught by the reference. Additionally, 
the preforms in the reference read on those of the claims, if applicant wishes to pursue 
this argument further, it will be considered an admission that the claims are missing 
critical or essential subject matter that prevents the preforms from melting. 

Conclusion 

Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B Fuller whose telephone number is (571) 272- 
1420. The examiner can normally be reached on Mondays through Thursdays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive P Beck, can be reached on (571) 272-1415. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




PRIMARY EXAMINER 



